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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 7 and 8 provides for the use of ferritic steel alloy for support material in 
catalytic converter application and in heating and furnace applications, respectively, but, 
since the claim does not set forth any steps involved in the method/process, it is unclear 
what method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claims 7 and 8 are rejected under 35 U.S.C. 101 because the claimed recitation 
of a use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. Claims 1 to 4, 6, 7 and 9 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Patent 5,426,084 ("Fukaya"). 

5. Specific steel examples in tables 1-12 of Fukaya meet the composition recited by 
claims 1 to 4 and 9. 

6. In addition, prior art steel is made in the form of strip or foil for a support member 
in a catalytic converter and therefore meet claims 6 and 7. 

7. Claims 1,3,4,6,7 and 9 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by US Patent 5,286,442 ("Uematsu"). 

8. Specific steel example 7 in table 4 of columns 7-8 in Uematsu meets the 
composition recited by claims 1 , 3, 4 and 9. 

9. In addition, prior art steel is made in the form of strip or foil for a support member 
in a catalytic converter and therefore meet claims 6 and 7. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent 5,426,084 ("Fukaya") or US Patent 5,286,442 ("Uematsu"). 

12. The steel of Fukaya or Uematsu, discussed supra, meets claimed composition . 
Even though prior art does not teach using steel in a heating and furnace application as 
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recited by claim 8, such would be an obvious use since steel exhibits the high 
temperature oxidation resistant properties desired and sought for said application. 

13. Claims 1 to 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
European patent 0688882 ("EP-882") cited in Applicant's IDS filed December 27, 2006 
alone or in view of US Patent 5,426,084 ("Fukaya"). 

14. EP-882 in claims 1 to 3 on page 1 1 teaches an Al-coated steel alloy made in the 
same manner as present invention comprising the steps of coating a substrate steel 
alloy with Al or an alloy of Al. 

15. The substrate steel alloy of EP-882 in claims 1 to 3 has a composition with 
constituents whose wt% ranges overlap those recited by claim 5; and such overlap 
establishes a prima facie case of obviousness because it would be obvious for one 
skilled in the art to select the claimed alloy wt% ranges over the broader disclosure of 
the prior art since the prior art teaches the same utility to use in high temperature 
application and similar high temperature oxidation resistant properties, see MPEP 
2144.05. 

16. The substrate steel alloy of EP-882 is then coated with Al to produce a resultant 
alloy that would suggest the resultant alloy composition recited by claims 1 , 3, 4, 9 and 
10 since the substrate steel alloy composition and process of making by coating with Al 
closely meet the recited claims and in absence of evidence to the contrary. 

17. More specifically, prior art substrate steel examples 4 and 5 in table 1 on page 6 
meet the claimed composition except for the absence of Nb. Nevertheless, Nb would be 
obvious to incorporate since a broad range of Ti, Nb, V and/or Zr in total amount of (%C 
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+ %N)x4 -0.8% is taught. The steel examples 4 and 5 in table 1 are then formed into foil 
5 urn thick and coated with 2 urn thick Al by evaporation deposition according to 
Example 3 on page 9 to exhibit a resultant steel alloy example 17 that contains 5.1% Al 
and is within the claimed Al range of 4.5 to 12% Al of the present invention resultant 
alloy. 

18. In regard to claims 6 to 8, the coated steel of EP-882 on lines 1 to 51 on page 3 
can be use in the form of wire, strip, foil and/or tube in high temperature applications, 
including a support material in catalytic converter or heating equipment such as a 
furnace. 

1 9. EP-882 does not teach replacing Mo entirely or partly with W as recited by claim 
2 but such substitution would be a matter of choice well within the skill of the artisan to 
incorporate since it is well known in the metallurgical art that Mo and W are similar in 
properties and can be used interchangeably as evident by Fukaya on lines 4 to 53 of 
column 10. 

20. For the foregoing reasons, claims would not patentably distinguish over prior art. 

Specification 

The disclosure is objected to because of the following informalities: In 
specification, the decimal point should be represented by a period and not a comma, for 
e.g. instead of "0,052", it should be -0.052--. 

Appropriate correction is required. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Deborah Yee whose telephone number is 571-272- 
1253. The examiner can normally be reached on monday-friday 6:00 am-2:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 571-272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Deborah Yee/ 
Primary Examiner 
Art Unit 1793 

/DY/ 



